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DETAILED ACTION 

1 . This Office Action follows a response filed on February 13, 2008. Claim 1 has 
been amended; no claims have been cancelled or added. 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
February 13, 2008 has been entered. 

3. In view of the amendment(s) and remarks the objection of claim 1 and the 
rejection of claims 1-13, 15 and 1 6 under 35 U.S.C. 112, 1 st paragraph have been 
withdrawn. 

4. Applicant's arguments with respect to claims 1-13, 15 and 16 have been 
considered but are moot in view of the new ground(s) of rejection. 

5. Claims 1-13, 15 and 16 are pending. 

Claim Rejections - 35 USC § 102 

6. The text of this section of Title 35 U.S.C. not included in this action can be found 
in a prior Office Action. 



Claim Rejections - 35 USC § 103 
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7. The text of this section of Title 35 U.S.C. not included in this action can be found 
in a prior Office Action. 

8. Claims 1-9, 12, 13 and 16 are rejected under 35 U.S.C. 103(a) as being 
anticipated by Hoene et al. (EP 0 039 797 A1 ). 

With regard to the limitations of claims 1-9, 12, 13 and 16, Hoene discloses a 
pressure-sensitive adhesive consisting of (A) a copolymer having a softening point of 
minus 60 to 0°C derived from (a) 60 to 99.88% by weight of an ester of acrylic or 
methacrylic acid with an alkanol of 4 to 12 carbon atoms, (b) 0.1 to 5% by weight of at 
least one monomer having at least one hydroxyl group, (c) 0.02 to 5% by weight of at 
least one monomer having at least one tert.-amino group, and (d) 0 to 30% by weight of 
other copolymerizable monomers, (B) such an amount of a polyisocyanate having at 
least two isocyanate groups per molecule that 0.001 to 1 equivalent of isocyanate 
groups is present per equivalent of OH groups of monomer (b), (C) 10 to 90% by 
weight, based on the amount of (A), of an organic solvent which is inert to (A) and (B), 
and optionally (D) conventional additives (abstract). The adhesive has high tack on 
glass, metal, polycarbonate and other polar and semipolar substrates, and not having 
an perceivable reaction upon contact to isocyanate (page 1, lines 14-18). 

Hoene discloses the species which are substantially identical to the claimed 
species, and their weight ratios are within the claimed ranges (page 2, line 26 through 
page 9, line 9; in particular page 3, lines 26-29; page 4, lines 6-19 and 23-26; page 4, 
line 27 through page 5, line 13; etc.). 
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9. Claims 10-11, 14 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable as obvious over Hoene et al. (EP 0 039 797 A1 ) in view of Weaver et al. 
(U. S. Patent 6,713,641). 

The disclosure of Hoene resided in § 8 is incorporated herein by reference. 

With regard to the limitation of instant claims 10-11, 14 and 1 5, Hoene does not 
disclose that (meth)acrylated polyesters are conversion products of OH-terminated 
polyesters polyols with (meth)acrylic acid or reaction products of carboxyl groups- 
containing polyester polyols with hydroxyl groups-containing (meth)acrylates; and 
(meth)acrylated polyurethanes are conversion products of amine- or hydroxyl- 
terminated (meth)acrylates with diisocyanates or polyisocyanates. 

Weaver discloses a coating composition wherein the polymerizable vinyl 
compounds comprise a solution of a polymeric, polymerizable vinyl compound selected 
from acrylated and methacrylated polyesters, acrylated and methacrylated polyethers, 
acrylated and methacrylated epoxy polymers, acrylated or methacrylated urethanes, 
and mixtures thereof, in a diluent selected from monomeric acrylate and methacrylate 
esters (claim 17, col. 25, lines 24-31). The acrylated or methacrylated polymers and 
oligomers typically are combined with monomers, which contain one or more acrylate or 
methacrylate groups; e.g., monomeric acrylate and methacrylate esters, and serve as 
reactive diluents. The unsaturated polyesters, which are prepared by standard 
polycondensation techniques known in the art, are most often combined with either 
styrene or other monomers, which contain one or more acrylate or methacrylate groups 
and serve as reactive diluents (col. 13, lines 9-17). 
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Both references are analogous art because they are from the same field of 
endeavor concerning coating and pressure sensitive adhesive polymer compositions. 

Therefore, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to incorporate acrylated and methacrylated polyesters 
acrylated or methacrylated urethanes as taught by Weaver in Hoene's pressure 
sensitive adhesive polymer composition because such combination with acrylate and 
methacrylate esters are suitable as adhesive and coating for such substrates as metals, 
aluminum, steel, plastics, glass, wood, paper, and leather (US'641, col. 2, lines 62-65), 
and thus to arrive the subject matter of claims 1 0-1 1 and 1 4-1 5. 
10. Claims 1-9, 12, 13 and 16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Czech et al. (EP 0 413 301 A1). 

With regard to the limitations of claims 1-9, 12, 13 and 16, Czech discloses a 
method for producing contact adhesives by a polymerization reaction using 
(meth)acrylic acid and/or derivatives in an inert liquid medium, the liquid medium forms 
part of the contact adhesive after the polymerization. The ready-to-use state of the 
contact adhesive is brought about by a crosslinking reaction (abstract). 

Czech discloses the pressure-sensitive adhesive consisting of (a) 60-90% by 
weight of at least one of an ester of acrylic or methacrylic acid; (b) 1 to 25% by weight of 
at least one monomer of acrylic or methacrylic acid having at least one hydroxyl group; 
(c) 0.5 to 1 1 % by weight of at least one of N-substituted derivative of an ester of acrylic 
or methacrylic acid; (d) 0.1 to 1 0% by weight of at least one of vinyl carbonate; 0.05 to 
1 % by weight of radical initiator and 5 to 40% by weight at least one of polyols having 
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molecular weight from 200 to 1 ,000. Czech discloses the species which are 
substantially identical to the claimed species, and their weight ratios are within the 
claimed ranges (claims 1-15; page 2, line 13 through page 3, line 36; examples in 
Tables 1 and 2). 

The adhesive has high tack on glass, metal, polycarbonate and other polar and 
semipolar substrates, and not having a perceivable reaction upon contact to isocyanate 
(page 8, claim 13). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL M. BERNSHTEYN whose telephone number 
is (571 )272-241 1 . The examiner can normally be reached on M-Th 8-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Randy Gulakowski/ /Michael M. Bernshteyn/ 

Supervisory Patent Examiner, Art Unit 1796 Examiner, Art Unit 1796 



/M. M. B./ 

Examiner, Art Unit 1796 



